United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/777,531 



02/12/2004 



62627 7590 11/01/2006 

DAVID W. LYNCH 
CHAMBLISS, BAHNER & STOPHEL 
1000 TALLAN SQUARE-S 
TWO UNION SQUARE 
CHATTANOOGA, TN 37402 



Mark Charles Davis 



IBMS.074PA(0526) 



5154 



EXAMINER 



ART UNIT 



SCHLIE, PAUL W 



PAPER NUMBER 



2186 



DATE MAILED: 11/01/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/777,531 


Applicant(s) 

DAVIS ET AL. 


Examiner 
Paul W. Schlie 


Art Unit 

2186 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1)13 Responsive to communication(s) filed on 23 August 2006 . 
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DETAILED ACTION 

1 . Claims 36-61 have been examined as amended, with claims 1-35 being 
canceled, and claims 36-61 being newly presented. 

Response to Arguments 

2. Applicant's arguments filed 8/23/06 have been fully considered but are not 
persuasive or moot in view of their rejection necessitated by amendment. As per the 
previous 6/23/06 Response to Arguments, Krum et al. is considered to teach a RAID 
disk sub-enclosure "chassis" being equivalent to that described as being a "carrier 
package" within the applicant's disclosure, and as the "chassis" taught by Krum et al. is 
intentionally capable of conforming to the standard form factor of otherwise standard 
drives (see abstract and figure 1), it's considered implicitly intentionally capable of being 
mounted in any enclosure otherwise capable of supporting a potential plurality of 
standard disk drives; thereby considered equivalent to that claimed by the applicant and 
previously rejected, in view that the applicant's newly introduced claims are considered 
equivalent in scope to those previously rejected. 

Further, as it is presently clear that the pending claims within this application are 
obvious in view of that claimed within a co-pending application being simultaneously 
prosecuted, the claims are also being provisionally rejected under obviousness double 
patenting as detailed below; and whose rejection is considered orthogonal to their final 
rejection over the art of record. 
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Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 36-61 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 26-38 of 
copending Application No. 10/777,529. Although the conflicting claims are not identical, 
they are not patentably distinct from each other. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102/103 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 36-61, are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Krum et al. (5,777,845). 

As per independent claims 36, 46, 49, 58, Krum et al. teaches a storage system 
package, and/or method comprising: a carrier housing for holding an aggregating RAID 
controller and multiple storage devices proximate to each other that it may be 
configured to appear as at least one single aggregated logical storage unit (being 
inherent of a so configured multi-drive RAID configuration, where such a controller 
configured to RAID-0 correspondingly logically stripes data across multiple drives such 
that any logical block may be deterministically mapped to a corresponding physical 
block within a particular drive, and thereby effectively "virtualizing" their addressing) 
through a single otherwise standard interface, and thereby may correspondingly 
compose a storage system comprising a plurality of so packaged logical storage units 
by mounting and providing each with the primary power, control, and signaling as would 
be correspondingly inherent to any multi-element storage system, inclusive of a RAID 
configuration if so desired (see abstract, figures 1-7, column 1 lines 41-45, and column 
2 lines 25-39). Limitations potentially not otherwise explicitly addressed are considered 
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correspondingly clearly inherent in that taught, obvious to one of ordinary skill in the art 
at the time of the claimed invention, and/or not sufficient to patentably distinguish over 
prior art. 

As per claims 37-45, 47-48, 50-57 and 59-61, being dependant on claim 36, 46, 
49, 58, or correspondingly dependant claim; Krum et al. further teaches that a spring 
loaded bracket may hold said storage devices in place (see figures 5-7); but does not 
explicitly teach that such a packaged configuration may contain fault indicators; 
however the support of failure detection and/or recovery is considered inherent in a 
RAID based controller as taught, and official notice is given that fault indicators are 
commonly understood and deployed as prior art (as depicted in figure 3 in that taught by 
Holland et al. 5,367,669 although not explicitly cited as the basis of the rejection), and 
thereby considered an obvious design choice by one of ordinary skill in the art at the 
time of the claimed invention to include in such a packaged storage unit, for the benefit 
of enabling the identification of a faulty drive and/or failure mode as deemed required, 
and utilizing any well understood standardized storage interface for it's intended 
purpose. Limitations potentially not otherwise explicitly addressed is correspondingly 
considered clearly inherent in that taught, obvious to one of ordinary skill in the art at the 
time of the claimed invention, and/or insufficient to patentably distinguish over prior art. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul W. Schlie whose telephone number is 571-272- 
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6765, or whose email address is [paul.schlie@uspto.gov]. The examiner can normally 
be reached on Mon-Thu 8:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Kim can be reached on 517-272-4182. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




